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For: ANTIGENIC COMPOUNDS AND METHODS 



RESPONSE TO OFFICE ACTION 



Assistant Commissioner for Patents 
Washington, D.C. 20231 

Dear Sir: 

In response to the Office Action dated December 2 1 , 2000, please consider the 
following remarks. 

Discussion of Office Action 

The Office Action sets forth a restriction requirement requiring Applicants to elect 
one of the following Groups of claims for further prosecution: 

(I) claims 1-32 and 40-43, drawn to a complex and methods of immunizing 
using the complex (classified in class 424, subclass 196.1), or 

(II) claims 33-39, drawn to a library and methods for assessing antigenicity 



Discussion of the Restriction Requirement 

Applicants elect the claims of Group I for further prosecution; however, the 
election is made with traverse. There are two separate criteria for a proper requirement 
for restriction between patentably distinct inventions: 

(i) the inventions must be independent or distinct as claimed, 

and 

(ii) there must be a serious burden on the Examiner if restriction is not required. 
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Both of these criteria must exist for a restriction requirement to be proper, and "[I]f the 
search and examination of an entire application can be made without serious burden, the 
examiner must examine it on the merits, even though it includes claims to distinct or 
independent inventions " (M.P.E.P. § 803). 

In the case at hand, the Office fails to meet the requisite criteria. For example, three 
of the claims of Group II (i.e., claims 33, 34, and 38) depend from the Group I claims, and 
the remaining Group II claims also concern complexes as recited in the Group I claims. 
Thus, a proper and complete search of Group II must necessarily include the entirety of the 
search conducted for Group I. As such, a search of the two separate Groups necessarily will 
include much of the same material, and it is likely that searching the two Groups of claims 
concurrently actually will be less burdensome than searching them separately (as efforts 
would have to be duplicated). In any event, if there were any added burden in searching the 
Groups together, it hardly would be "serious." As such, the requirement should be withdrawn 
and the Groups examined together. 

Conclusion 

Under the circumstances, Applicants request the withdrawal of the restriction 
requirement, in whole or in part, and consideration of the pending claims in Group II in 
addition to those of elected Group I. If, in the opinion of the Examiner, a telephone 
conference would expedite the prosecution of the subject application, the Examiner is 
invited to call the undersigned agent— // 




LEYDIG, VOIT& MAYER, LTD. 
Two Prudential Plaza, Suite 4900 
1 80 North Stetson 



Chicago, Illinois 60601-6780 
(312) 616-5600 (telephone) 
(312)616-5700 (facsimile) 



Dated: January 22, 2001 
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